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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 02/15/07 . 
2a)S This action is FINAL. 2b)Q This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1 and 3-13 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) ^ Claim(s) 1 and 3-13 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. §119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

The applicant's arguments in response to the Office action dated 1 1/15/06 have been 
fully considered. 

1. Claims 1 and 3-13 are pending. 

2. All of the previously made objections to the specification are withdrawn in view of 
the present amendment and response (see page 4 of 02/15/07 amendment). 

3. All of the previously made 112 rejections are withdrawn in view of the present 
amendment and response (see page 4 of 02/15/07 amendment). 

Claim Rejections - 35 USC § 102/103 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
* invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1, 4, 5-7, 10, 12, and 13 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Hauber 
(Derwent Abstract of DE 4228436A1) and English Translation of DE4228436A1 
substantially as set forth in 1 1/15/06 Office Action. 
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Hauber teaches pressure sensitive adhesive mixture in the form of aqueous 
dispersion comprising acrylic acid and styrene wherein the styrene is added in the 
amount of from 0.5 to 35 wt%, especially in the amount of from 1 to 20 wt% (Derwent 
abstract and pages 4-5 of English translation). It is noted that styrene monomer is 
added to the acrylic acid based components (A to D) of Hauber's adhesive via 
polymerization (page 4 of English translation), which reads on styrene-acrylic acid 
derivative copolymers. 

The adhesive is coated onto one or both sides of plasticized polyvinyl chloride 
sheet. The invention of Hauber is useful as adhesive sheets or tapes. With respect to 
the claim limitation of migration of the plasticizers from the sheet into the adhesive, 
although Hauber does not explicitly teach that the plasticizers migrate from the polyvinyl 
chloride sheet into the adhesive, it is reasonable to presume that the plasticizers in the 
PVC sheet of Hauber will necessarily migrate into the adhesive. Support for said 
presumption is found in the use of like materials. The adhesive tape of the applicant 
comprises a sheet of plasticized polyvinyl chloride and an aqueous adhesive dispersion 
comprising styrene-acrylic acid copolymers wherein styrene fraction is from 10 to 70% 
by weight. The pressure sensitive adhesive tape of Hauber also comprises a 
plasticized polyvinyl chloride sheet that is coated with an aqueous adhesive dispersion 
comprising acrylic acid and styrene. Further, the adhesive of Hauber comprises styrene 
in the amount of from 0.5 to 35 wt%. The applicant is also claiming styrene weight 
fraction of 10% to 70%. Thus, the amount of styrene disclosed by Hauber meets the 
claimed amount of styrene as claimed in the claim 1 . Therefore, the adhesive tape 
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disclosed by the Hauber is similar to the adhesive tape of the applicant as claimed in 
the claim 1. Alternatively, note that since PVC plasticizers inherently migrate and there 
is no mechanism in Hauber to prevent such migration, it is the examiner's position that 
the adhesive of Habuer would contain plasticizers migrated from the plasticized PVC 
sheet. Moreover, with respect to the recitation "plasticizer migrated from the sheet into 
the adhesive", the applicant is reminded that article claims must be structurally 
distinguishable from the prior art. While features of an article may be recited either 
structurally or functionally, claims directed to an article must be distinguished from the 
prior art in terms of structure rather than function. Further, in relation to the claimed 
invention, the source of plasticizer in the adhesive is irrelevant, since the end result 
having plasticizer added to the adhesive layer would be indistinguishable from a 
migrated plasticizer. 

With respect to claim 4, the English translation of DE4228436A1 discloses 80 \xm 
thick plasticized PVC film (page 6). With respect to claims 5-7, the term "up to" as 
recited in claims 5-7 means that the adhesive layer can also contain 0% by weight of 
resin dispersion, plasticizer, and oil. Therefore the prior art adhesive does not have to 
contain the resin dispersion, dispersion, and plasticizer and oil as claimed in claims 5-7 
respectively. Thus, the disclosure of Hauber meets the claim limitations of claims 5-7. 
With respect to claim 10, the English translation of DE4228436A1 discloses that for 
preparation of self-adhesive tapes, support materials are coated with adhesives. In 
addition to the conventional natural and synthetic rubber adhesives, there have long 
been polyacrylic acid ester adhesive that are applied from the melt, dissolved in organic 
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solvents, from aqueous dispersions or solvent-free with subsequent radiation 
crosslinking on support materials (page 2). 

With respect to claims 12 and 13, it is the examiner's position that the adhesive 
tape of Hauber is functionally capable of bundling, protecting, labeling, insulating or 
sealing ventilation pipes or wires or cables as claimed in claim 12 and functionally 
capable of being used in sheathing of cable looms and field coils as claimed in the claim 
1 3 in view of the above mentioned teachings of Hauber with respect to claim 1 . 

5. Claims 1 and 5-7 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Czerepinski et al. (US 4,713,412) 
substantially as set forth in 11/15/06 Office action. 

Czerepinski teaches an emulsion polymerized pressure sensitive adhesive 
composition that is used to manufacture articles such as tapes, decals, and decorative 
vinyl sheet (Column 4, lines 16-17). Further as shown in the Example III of Czerepinski, 
the pressure sensitive adhesive composition of Czerepinski comprises 35 wt% styrene 
and 3 wt% acrylic acid. At column 4, lines 7-11, Czerepinski teaches that the pressure 
sensitive adhesive composition adheres well to the resin surfaces such as plasticized 
polyvinyl chloride. 

With respect to the claim limitation of migration of the plasticizers from the sheet 
into the adhesive, although Czerepinski does not explicitly teach that the plasticizers 
migrate from the polyvinyl chloride resin surface into the adhesive, it is reasonable to 
presume that the plasticizers in the plasticized polyvinyl chloride resin surface of 
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Czerepinski will necessarily migrate into the adhesive, since PVC plasticizers inherently 
migrate and there is no mechanism in Czerepinski to prevent such migration. Further 
the adhesive tape of the applicant comprises a sheet of plasticized polyvinyl chloride 
and an aqueous adhesive dispersion comprising styrene-acrylic acid copolymers 
wherein styrene fraction is from 10 to 70% by weight. The pressure sensitive adhesive 
tape of Czerepinski also comprises a plasticized polyvinyl chloride resin surface that 
can be coated with the pressure sensitive adhesive composition comprising acrylic acid 
and styrene. Further, the pressure sensitive adhesive of Czerepinski comprises 35 wt% 
of styrene. The applicant is also claiming styrene weight fraction of 10% to 70%. Thus, 
the amount of styrene disclosed by Czerepinski meets the claimed amount of styrene 
as claimed in the claim 1 . Therefore, the adhesive tape disclosed by the Czerepinski is 
similar to the adhesive tape of the applicant as claimed in claim 1 and the plasticizer 
would necessarily migrate from the plasticized PVC to the adhesive. Moreover, with 
respect to the recitation "plasticizer migrated from the sheet into the adhesive", the 
applicant is reminded that article claims must be structurally distinguishable from the 
prior art. While features of an article may be recited either structurally or functionally, 
claims directed to an article must be distinguished from the prior art in terms of structure 
rather than function. Further, in relation to the claimed invention, the source of 
plasticizer in. the adhesive is irrelevant, since the end result having plasticizer added to 
the adhesive layer would be indistinguishable from a migrated plasticizer. 

With respect to claims 5-7, the term "up to" as recited in claims 5-7 means that 
the adhesive. layer can also contain 0% by weight of resin dispersion, plasticizer, and 
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oil. Therefore the prior art adhesive does not have to contain the resin dispersion, 
dispersion, and plasticizer and oil as claimed in claims 5-7 respectively. Thus, the 
disclosure of Czerepinski meets the claim limitations of claims 5-7. 
6. Claims 3, 8, and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hauber (Derwent Abstract of DE 4228436A1) in view of Schwarcz (US 4,002,794) 
substantially as set forth in 1 1/15/06 Office action. 

The invention of Hauber as applied to claim 1 is previously disclosed. Hauber is 
silent as to teaching of adhesive is applied to the PVC sheet in the amount of 
10 to 50 g/m 2 as claimed in the claim 3, a primer as claimed in the claim 8, and a 
release layer as claimed in the claim 9. However, Schwarcz teaches novel copolymeric 
materials suitable for use as a release agent or as a component in a release 
composition, and to methods of their preparation. More particularly the invention relates 
to coated substrates having a surface coated therewith such as release liner and 
pressure sensitive adhesive tapes (Column 1 , lines 6-13). With respect to the claim 3, 
the weight of the pressure sensitive adhesive composition of Schwarcz is in the range of 
between about 0.5 to 4 ounces per square yard of backing member (Column 12, lines 
33-36) which equates to 16.95 grams per square meter to 136 grams per square meter 
(using 1 ounce = 28.35 grams and 1 square yard = 0.836 square meter). Thus, it would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to apply the adhesive of Hauber using the disclosed weight of Schwarcz on the 
plasticized polyvinyl chloride sheet of Hauber, motivated by the desire to form the 
pressure sensitive adhesive tape. 



Application/Control Number: 10/733,078 Page 8 

Art Unit: 1771 

Regarding claim 8, Schwarcz teaches a primer coating on the backing before the 
adhesive composition is applied to the backing (Column 12, lines 17-20) in order to 
improve the surface bonding characteristic of the backing to the pressure sensitive 
adhesive (Column 11, lines 16-20). Thus, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to apply the primer layer of 
Schwarcz on the plasticized polyvinyl chloride sheet of Hauber before the application of 
adhesive, motivated by the desire to improve the bonding between the adhesive and the 
plasticized polyvinyl chloride sheet. 

With respect to claim 9, Schwarcz teaches that a coating known as release coat 
or back size is generally provided on the back side of the tape backing member i.e. the 
side opposite that on which the adhesive mass is applied in order to provide easy 
unwinding of the tape when it is provided in a roll form (Column 1, lines 15-28). Thus, it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to use a release coating of Schwarcz in the pressure sensitive adhesive tape 
of Hauber, motivated by the desire to prevent the adhesive from sticking to the surface 
of the backing that is facing the adhesive when the tape is in a rolled form. 
7. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hauber 
(Derwent Abstract of DE 4228436A1) in view of Glennon (US 4,31 1 ,759) substantially 
as set forth in the 1 1/15/06 Office action. 

The invention of Hauber as applied to claim 1 is previously disclosed. Hauber is 
silent as to teaching adhesive comprising antifoams, ageing inhibitors, and wetting 
agents. However, Glennon teaches a pressure sensitive adhesive composition 
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comprising anti-oxidants (i.e. ageing inhibitors) to avoid the degradation of adhesive by 
oxidation (Column 6, lines 55-56), antifoam agent to prevent the degradation of the 
adhesive (Column 5, lines 65-68, column 6, lines 1-5), and a surface active agent (i.e. 
surfactants) to improve the substrate or carrier wetting (Column 7, lines 8-13). Thus, it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to add the anti-oxidants, antifoam agents, and surface active agents of 
Glennon, motivated by the desire to prevent the degradation of the adhesive and to 
improve the substrate wetting. 

Response to Arguments 

8. Applicant's arguments filed 02/05/07 have been fully considered but they are not 
persuasive. 

It is noted that Applicant has essentially argued the same issues with the 
Examiner's rejection that were presented in Applicant's amendment received on 
08/29/06. Applicant argues that DE reference does not teach or suggest any adhesive 
comprising the copolymer recited by Applicant's claim. The Examiner respectfully 
disagrees. The Examiner has previously responded to the aforementioned argument on 
page 10 of 1 1/15/06 Office Action. The Examiner respectfully requests Applicant to 
refer to aforementioned Office Action. Further, Applicant argues that Example 4 of 
Czerepinski reference is not adhesive. The Examiner respectfully disagrees. The 
Examiner has previously responded to the aforementioned argument on pages 11-12 of 
1 1/15/06 Office Action. The Examiner respectfully requests Applicant to refer to 
aforementioned Office Action. Accordingly, all of the art rejections are maintained. 
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Conclusion 



THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anish Desai whose telephone number is 571-272-6467. 
The examiner can normally be reached on Monday-Friday, 8:00AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on 571-272-1478. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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